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REMARKS 

Claims !_12 and 16-20 have been rejected under 35 U.S.C § 103 over U.S. Patent 
No 6 931 625 to Coad.et^ (hereinafter "Coad") in view of U.S. Patent No. 6,332,163 to 
Bowrnan-A.nuah (hereafter "Bown^uah")- CWs 13-15 have been rejected 
under 35 USC § lbi over the combination of Coad, Bowman-Amuah, and U.S. 
Pubhshed Patent Application No. 2006/0059107 to Elmore et al. (hereinafter "Elmore"). 
Applicants respectfully traverse these rejections. 

To establish a prima fade case of obvionsness, tee basic criteria must be met. 
Brst there must be some suggestion or motivation, either in the references themselves or 
' m the knowledge generally available to one of ordinary skill in the art, to modrfy the 
reference or to combine reference teachings. Second, there must be reasonable 
expectation of success. " Finally, the P nor art reference (or references when combmed) 
mus t teach or suggest all the claim Hnutations. The teaching or suggestion to make *e 
clawed comb.na.on and me reasonable expectation of success must both be found „ the 
prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q. 

2d 1438 (Bed. Cir, 1991); MPEP 2143. 

Applicants respectfully note that these same claims 1-20 were also finally rejected 
under 35 US.C ^ov* Thomas (Anne Thomas, Container- 
Patricia Seybold Group, December 1998) and Underwood (U.S. PatentNo. 6,601,233) on 

December 1, 2004. ..^^.^^^^^^^.^ 
' FlD al Office Action of December 1, 2004. In response to App^t s Appeal *n* the 
Examiner withdrew the fmal reaction and rssued a non-W reaction of September , 
20 05b a s e donl y en g ar(U.S.PatentNo.6,018,627)andThomas. 

fin al Office ACon of September 9, 2005, applets essennally subnntted same 
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- on December 8, 2005 as in to Appeal Brief of May 2, 2005 because the 
a T"rof" ™ is no better than the —on of Thomas and 
iWewooThi Caching or - of the Cain, Unions o, me ^ 

Once a g ain, .the Examiner — ^."T^ 
Sny ^cted mese same daims over Iyen g ar and Thomas on February , ^ 
. : wl Ln! fnedthen. ^ -f on *, ,, . 

newly cited references. 

Here the £xai niner has failed to establish a prima facie" case r **- - 
Heie ' " ' Airman and Elmore independently or in combination therewith, 

because Coad,Bowman-Amnah, and Elmore p Examiiier 's current 

, ♦ t «rh or surest all the claim limitations of claim 1-20. The Bxanun 
do not teach or suggest . Elmore are no better than 

i_ ~a ™ rnad Bowman-Amuah, ana nroiwc a.^ 

: proposed - **~ "* ^ " 

: ^"d 1 : — or - of the cW r of the ^ 



application- 

. that me only the present-invention teach or suggest.a. 

Applicants once aS ™^^^^ a g ean ( E JB) components ftom a business 

mrth ° 4 I! m eld in mde^dent ciaim 1 included in dependent 
process. The present m ^ relationstaps> mi 

^ m /^TSZ^ ^^^^^^ 

business process using a uivii^ & 

: 6 • . 
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of Effl classes; defines the relationships between the plurality of EJB dasses; stereotypes 
each of the plurahty of EJB classes into one or mote EJB components; -« each - 
the-EJB compo»e„,s.u,to.EJB source code; and permits deve.opers seamlessly update the 
generated EJB source by embeddrng eode markers in the EJB source code. 

Contrary to the Exammefs assertion, Coad does not teach or suggest a method of 

. suggl the claimed step of Vocally modehng said busies process ustng ^ 
Hg to provide an UML mode, having a plurality of EJB classes, - re^rred » 

' .m l, * Coad, cited by .re Examiner, 

: ^^nal^^^ 

. graphical vtew of the code when rhe respect mode. i. complex. Also, cot. 3 Un. 38 
Coad, cited b^the Examiner, merely describes that "Methods and system. 
onTstent with the present — n provide an improved software developm n, to* 
consistent w.m v rtft „ r(> «. r Me to allow a developer to 

. , whl ch simplifies a graphical represents of software code "° » 
easilyviewacomplexorunwteldymodeofasofcvaxeproject.... Further, col 5, 1 

V .Ivrlesented However, contrary to me Examiner's assertton, one of ordmary 

. ^; t0 „ mcorrect conclusion tha, Coad teaches or suggests the clatm tep^f 

Z**, — modeling said 

drawing to provide an UML -de, having a ^ „ 

modify or reconstruct the prior art reference to render clarms unpatentable. 
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Also the Examiner incorrectly assert, that Coad teaches or suggests the claimed 
step of "defioing relationships between said plurality of EJB classes," as reaped m 

■ claim 1 in fact, col. 5, lines 26-40 in Coad, cited by the Examiner, merely describes that 

••rtlhe relationship between class 202 and the interface depicted by diagram 220 is 
graphically represented by link 240...." However, contrary to the Examiner's assemon, 

■ one of ordinary skill in the art, after reading, and understanding mis cited passage m 
Coad would not come to an incorrect conclusion that Coad teaches or suggests the clann 
step of "defining relationships between said plurality of EJB classes." The mere fact that 
the relationship between: the class and the interface can be graphically represented by a 
link in Coad does not necessary imply that Coad teaches or suggests defining the 
relationship between the. EJB classes of the UML model, as suggested by the Examiner. 
It is well established that the Examiner cannot use hindsight gleaned from the present 
invents to modify or reconstruct the prior ar, reference ,0 render claims unpatentable. 

. Further the Examiner incorrectly asserts that Coad teaches or suggests the claimed 
step of "stereotyping each, of said plurality of EJB classes into one or more EJB 

. ' , . , • , t„ f .„, co i 4 lines 20, 59 in Coad, cited by the 
components," as. required m claim 1. In tact, col. i, im , 

Examiner merely describes that the software development tool identifies relationships, 
such as inheritance between class elements. However, contrary to the Examiner's 
assertion, one of ordinary skill in the art, after reading and understanding this cited 
passage in Coad, would not come to an incorrect conclusion that Coad teaches or 
Suggests the claim step of "stereotyping each of said plurality of EJB Masses into one or 
more EJB components" The mere fact that Goad's software" development tool can 
identify inheritance does no, necessary imply that Coad teaches or suggests stereotyping 
each EJB class into one or more EJB components, as suggested by the Examine, It is 
well -established maf the Examiner cannot use hindsight glean*.- from tie present 
: invenaontomodifyorreconstructmepriorartrefeencetorei.d* 
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Furthermore, the Examiner incorrectly asserts that Coad teaches or suggests the 
claimed step of "transforming each of said EJB components into EJB source code," as 
requued m claim 1... In fect, col. 4, lines 1-26 m Coad, cited by the Examiner, merely 
describes that the software tool can generate code corresponding to a known pattern (i.e., 
using a reusable solution to .. recurring problem). However, contrary to the Examiner's 
assertion one of ordinary skill in the art, after reading and understanding this ctted ■ 
passage- m Coad, would not come to an incorrect conclusion that Coad teaches or 
suggests the claim step of "transforming each of said EJB components into EJB source 
code » The mere fact that Coad's software development tool can generate code 
corresponding to a known pattern (i.e., usmg a reusable solution to a recurring problem) 
does not necessary imply that Coad teaches or suggests generating code to a business 
process, as suggested by the Examiner. It is well established that the Examiner cannot 
use hindsight gleaned from the present invention to modify or reconstruct the pnor art-; 
reference to render claims unpatentable. 

"To imbue one of ordinary skill in the art with knowledge of the present invention, 
when no prior art reference or references of record convey or suggest that knowledge, »■ 
to fill victim of the insidious effect of hindsight syndrome, wherein that which only the 
inventor taught is used against me teacher." W^Gor^&A s^: v. Oarlock, Inc. 721 
F 2d 1540 1 553 (Fed. Cir. 1983). In the present case, Coad does not teach or suggest the 

. def ^ g reiaiionsbips ' stereotypiTlgj . and , 

■ transforming, as required in claim 1 of the present invention. 

Moreover, as admitted by the Examiner, Coad fails to teach or suggest the claimed 
step of "embedding code markers in said EJB source code to enable subsequent updates 
to said EJB source code » as required rn claim 1. To cure this deficiency, the Examiner 
turns, to Bowman-Amuah. However, contrary to the Examines assertion, Bowman- 
Amuah fails to teach or suggest the claimed step of embedding code markers. In fact, 
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col 285 lines 19-20 in Bowman- Amuah, cited by the Examiner, merely describes that 
business' objects can request and update themselves independently of each other using 
Standard CRUD flag capabilities of creating, retrieving and updating, and deleting. See 
also Bowman-Amuah from col. 284, fee 20 to col. 285, line 6. One of ordinary skill » 
■ the art after reading and understanding these cited passages in Bbwman-Amuah, would 
not come to an incorrect , conclusion that Bowman-Amuah teaches or suggests the claim 
Step of "embedding code markers in said EJB source code to enable subsequent updates 
tosaid EJB source code." One of ordinary skill in the art would not mistaken setting a 
flag to update a business object in Bowman-Amuah as being equivalent to embedding 
code markers in the EJB source code to enable subsequent updates to the EJB source 
code It is well established that the Examiner cannot use hindsrght gleaned from the 
.:p^in^.to..nvKfifir or reconstruct the prior art reference to tender claims 
unpatentable. 

The prior must to be judged based on a full and fair consideration of what that alt 
" teaches, no, by using Applicants' invention as abiuepnn. for gathering various^ and 
. modifying.** piece,* an a«emp, to reconstruct Applicants' invention, The Examtner 
. cannot simply change the princip* of the operation of the reference or render the 
reference inoperaWe for its intended purpose to render *e claims unpatentable 
- ■ Accordingly, it is submitted that the Examiner has succumbed to the lure of promoted 
hindsight reconstruction- 

Not only does Bowman-Amuah fail to teach or suggest the claimed step of 
embedding code marker,, Bowman-Amuah a,so fails to teaih or suggest the claimed 
steps.of graphically modeling, defining reiationships, stereotyping, ■ and 
Accordingly, applicants respeotMly subnut mat the proposed combination of Coad and 
Bowman-Amuah fans to teach or suggest none of clanns steps of graphically modelmg, 
defining relationships, stereotyping, ******* and embedding code maAers, as 
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requited in claim, 1-20. Hence, applicants respectfully submit that the Examiner has 
failed to .establish (he basic requirements of * prima facte case of obviousness for churns 
1-12 and 16-20. 

Additionally, as admitted by the Examiner, the combination of Coad and 
Bowman-Amuah fails to teach or suggest a Smart Component, as required in claims 13- 
15 To cure this deficiency, me Examiner turns to Elmore. However, contrary to me 
Examiner's assertion, Elmore fails to teach or suggest a Smart Component having at least 
. one Smart Feature (which is folly described in paragraphs 123-132 of the present 

apphcation. In faC paragraph, 756. in Elmore, cited by the Examiner, merely desenbes 

tha, "In addition to manually configuring quote items, users can take advantage of 
features of the Smart Component Server to streamline the quote Configuration process, 
pre-population." See a,so Elmore a, paragraphs 67, 83. One of ordinary skill in me art, 
after reading and understanding these cited passages in Elmore, would not come to an 
incorrect-conclusion mat Elmore caches or suggests the claimed Smart Component 
: - having-a. least on^Smar. Feature. It is well established that the Examiner cannot use 
hindsight gleaned tan the present invention to modify or reconstruct the pnor art 
reference to render claims unpatentable. 

Regarding claim 4,' contrary to the Examiner's assertion, the i combination ofCoad 
and Bowman-Amuah does not teach or suggest the claimed step of stereotyping an ETB 
cte i„,„ one of the Smart EJB component. As noted herein, Bowman-Amuah does not 
. . -teach or suggest the claimed step of stereotyping as required in claim T In ftct, «*4, 
: lines 62-67 in Bowman-Amuah, cited by the Examiner, merely desenbes that an EJB 
Session Bean partem (a pattern bemg a reusable solution to a recurring problem) mcludes 
an ^.Session Bean,a remote interface and a home interface." Oneof ordmary sktll » 
the art, after reading and understanding this cited passage in Bowman-Amuah would no 
. com e to an incorrect conclusion that Bowman-Amuah teaches or suggest the clanned 
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step of stereotypic the UiB class into one of the Smart EJB component.' It is "well* * 
established that the Examiner cannot use hindsight gleaned from the present mventionto 

nK ,difv or reconstruct the poo. art reference to tender claims unpatentable. 

Regarding claim 5, contrary to the Examiner's assertion, the combination of Coad 
and BowmanlAmuah does not teach or suggest that "an Entity EJB cdmporreht comprises 
at ieast one interface and two EJB classes." In fact, col. 10, lines 41-43 in Bowman- 

Arouah "cited by the Examiner, merely describes that "A need exists for these" pnncples 

of OOP [object oriented prograrnmtng] to be applied to a messaging interface of an 
electronic messaging system such that a set of OOP classes and objects for the messaging ■ 

mterfacc can be provided." Also, col. 289, Unes 23-56 in Bowman-Amuah, ctted by the 

Examiner, merely describes that the relationship between two classes can be illustrate* 

' these cited passages mB—Amuah, would not come to anmcotrec, conchrsion that*. - 
Bowman-Amuah teaches or suggests the claimed Entity EJB component comprising a 
least "one interface and two EJB classes. It is well established , ha, the Examiner cannot 
use hindsight gleaned from the present invention to modify or reconstruct the prior art 
reference to render claims unpatentable. 

Regarding e.aim 11, contrary to the Examiner's assertion, the combination of 

Coad and Bowman-Amuah does not teach or suggest the claimed steps of "deterrnining rf 

mt0 a collection type if it is determined that said multiplicity relationship - one to 
many * Examiner inadvertently cited col. 53, lines 25-30 in Coad, no such column 

exists in Coad.. Accordingly, applicants have assumed Ota. the Examiner w-eferrmg «o 

Bowman-Amnah. Co,. 10, lines 25-30 in Bowman-Amuah, cited by the Examine 
m erely describes that a document can be defined as a collection of ejects potency of 
different types. One of ordinary skill m me art, after reading and understand tins cited 

12 .... 
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passage to Bowman-Amuah, would not come to an incorrect conclusion that Bowman- 
Arnuah teaches or suggests the daimed step of "determining if said multiply 

relationship is one to many; and stereotyping said aggregation relation into a collectton 

type if it is determined that said multiplicity relationship is one to many." It is -ell 
esablished thatthe Examiner cannot use hindsight gleaned from the present invention to 
modify or reconstruct the prior art reference to render claims unpatentable. 

Coad and bowmaii-Amuah does no. teach or suggest "adding business logic code 
between said code markers" embedded in the EJB source code and "syntonizing sard 
UML model with said ^ business logic code, thereby providing round tnp engmeermg 
support "'as required in claims 19 and 20, respectively. As noted herein, one Of ordvnary 
sail in the art would not mistaken setting a flag to update a business object in Bowman- 
Amuah as being equivalent to embedding code markers to the EJB source code to enable 
subsequent updates to the EJB source code. Further, it is unclear to the applicants how 
Bowman-Amuah can place.auy business logic between one Hag, as suited by the 
~ Examiner. .Furtemore,. col. 5, lines 12-40 in Coad, cited by ^ 
describes that the group of elements can be graplncuy represented. Once again, the 

- T_i „™ ot „.^ted road and Bowman-Amuah to render the 
Examiner has impermissibly reconstructed Loan ano o 

claims .--patentable using hindsight gleaned from the present intention. 

.. Further the claimed invention defined by the claims eliminates the Shortcomings 
and disadvantages encountered with the prior art. Specifically, the claimed invention 
aerates code for EJB components from a business source and embeds oode markers m 
me EJB source cod. to enable subsequent updates to the source code. None of the etfed 
references are directed to me prob.em solved by the present toventior, 1. is undeniable 
. ^ neither Coad, Bowman-Amuah, nor Elmore is even remotely concerned with the 
problem of generating code for EJB components from a business source and embedding 
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code markers in the EJB source code to enable subsequent updates to the source code: 
The mere fact that the prior art can be modified does not make the modification obvious 
unless the prior art suggests the desirability of the modification. Tr, re Laskoski, 871 F.3d 
115 117 10 U.SP.Q. 2d 1397, 1399 (Fed. Cir. 1989). Absent airy disclosure directed to 
the claimed invention, there is no teaching or motivation for the proposed modification. 
Since Applicant has recognized a problem not addressed by the cited prior art and solved 
that problem in a manner not suggested by the cited reference, the basis for patentabmty 
of the claims is established. See In re Wright, 6 U.S.P.Q. 2d, 1959, 1961-1962 (Fed. Cir. 
1988) There the CATC relied upon previous decisions requiring a consideration of the 
problem facing me inventor in reversing the Examiner's rejection. "The problem solved 
by the invention is always .relevant". Id. at 1962. See also, Injeja^ 189 U.S.P.Q. 
143 149 (C CP A 1967), which stated that the particular problem facing the mventor 
must be considered in determining obviousness. Here, as noted herein, the Examiner's 
primary reference (Coad) relates to solving a completely different problem of provtding a 
' software development tool that simplifies a graphical representation of software code;- the 
secondary reference, (Bowmar.-Amuah) relates to solvmg another completely dtfferent 
problem of providing c^nmunication services over a communicatton network ustng a 
fixed format stream-based communication system; and the tertiary reference (Elmore) 
relates to sowing yet: another completely different problem of providing electrons 
business support system for communications service providers. 

Absent evidence that the.specific problem of generating «de for EJB components 
from a business source and embedding code markers » the EJB sourc* code to enable 
subsequent updates to the source code was even recognized by the prior art, there can be 
no finding that the invention asawhole would have been obvious. As statedby the PTO 
. Board of Appeals in M^m^^m, 1« U.S.P.Q. 767, 768 (1968), «an 
inventive contribution can reside as well in the recognition of a problem as in a solution . 



14 

55137273-1 



PAGE 1 5<19 " RCW> AT 1M/2007 4:58:48 [Ea5lem Standard Time]" SVR:USPTO-EFXSF-5i24 " DNlS:2r38300 ' CSID:2123! MMO • DURATION (mm-ssl OS-M 



FULBR I GHT&J AWORSK I Fax : 21 231 83400 Dec 5 2007 1 7:1 5 P. 16 



' Docket No.: NY-IHEOR 203-US 1 

Applicatioa No. 09/975,690 

Reply to Office Acfon of September 5,2007 ...... ........ , .... 

It farther appears that the: conclusion reached by the Board of Appeals u> Ex parte Minks, 
169U.S.PX}. 120.(1969), is here in point There, the Board concluded that "[appellant ■• 
having discovered the source of the problem and solved the same ... he is... entitled to 

patent protection". Id. at 121. 

Therefore,. the...Examiner has again failed to establish a prima facie case of 

obviousness because these references independently or in combination thereof fails to 
solve the problem of generating code for EJB components from a business source and 
embedding code markers in the EJB source code to enable subsequent updates to the 
source code. Accordingly, Applicant respectfully requests these rejections be withdrawn. 

The Examiner has failed to establish a prima facie case of obviousness because 
' there is no motivation that the teaching of Coad, Bowman-Amuah, and Elmore should be 
combined ..Coad^Bowman-Amuah, and Elmore fail to suggest the desirability of the 
- claimed invention because, for example, it is undeniable that neither Coad, Bowman- 
Amuah, nor Elmore is even remotely concern with the problem of providing provisos 
for subsequent updates by embedding code markers into the EJB source code, 
synchronize the model and code, and round trip engineering support. Therefore, the 
Examiner has filed to establish * prima facie case of obviousness for claims 1-20. 

Since applicant has recognized a problem not addressed by the cited prior art and 
solved that problem in a manner not suggested by either Coad, Bowman-Amuah or 
Elmore the basis for patentability of the claims is established. " See In re Wri gh t, 6 
TJSPQ 2d 1959, 1961-1962 (Fed. Cir. 1988). There, the C AFC relied upon previous 
decisions requiring a consideration of the problem facing the inventor in reversing the 
Examiner's rejection. "The problem solved by the invention is always relevant". Id- at 
1962 See also, In^inehM, 189U.S.P.Q- 143, 149 (C.CP.A 1967), which s^ted that 
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the particular problem facing the inventor must be considered in determining 

obviousness. 

Absent evidence that the specific problem of providing provisions for subsequent 
updates, syncnronizmg .the model and code, and round trip engineering support was even 
recognized by the prior. ..art, tee can be no finding mat the invention as a whole would 
have been obvious. As stated by the PTO Board of Appeals in Fx parte Brerdt and 
Lefevre 16.1 U S P.Q. 767, 768 (1968), "an inventive contribution can reside as well m 
^TTogninon of a problem as in a solution". It farther appears that the conclusion - 
reached by *» Board of Appeals in Tfr pit* MM* 169 U.S.P.Q. 120 (1969), is here in 
point. Ttiere, the Board concluded that "[appellant having discovered the source of the 
problem and 'solved the same . . . he is . . . entitled to patent protection". Id. at 121 . 

1„ view of the foregoing, it is respectfully submitted that one of ordinary skill in 
the art after reading and understanding Coad, would not even turn to Bowman-Amuah 
. and/or Elmore . and if she did, she would not understand bow or why Goad's software 
. development tool for simplifying graphical representation of software- code should be 
combined with Bowman-Amuah's fixed format stream-based commumcation system 
and/or Elmore's electronic business support system. Even if such combination is made, 
■ the Ksulting-combmation will not teach or suggest the present invention. ; 

In view of the above, applicant believes the pending application is in condition for 
allowance. 
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, Docket No.: NY-THEOR 203-US1 

Application Ho. 09/975,690 

..Affij^dtaii^t dated Decembei: 5,2Q07. . . . ... 

Reply to Office Action of Sf^Wtxfessr 5, 2007 

Applicant believes no fee is due with this response. However, if a fee is due, 
please charge our Deposit. Account.No. 50-0624, under Order No. NY-THEOR 203-US1 
(1 0107432) from which.the undersigned is authorized to draw. 



Dated: December 5, 2007 . Respectfully submitted, 




Im 

Registration No.: 40,657 

FULBRIGHT & JAWORSKI L.LiP. 

666 Fifth Avenue 

New York,. New York 10103 

(212)318-3000 

(212) 318-3400 (Fax) • 

Attorney for Applicant 
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